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believe that the possible ground for dis-
cipline alleged has occurred with re-
spect to non-grieving clients. Neither a
request for, nor disclosure of, such in-
formation shall constitute a violation
of any USPTO Rules of Professional
Conduct.

(g) Where the OED Director makes a
request under paragraph (f)(2) of this
section to a Contact Member of the
Committee on Discipline, such Contact
Member shall not, with respect to the
practitioner connected to the OED Di-
rector’s request, participate in the
Committee on Discipline panel that
renders a probable cause determination
under paragraph (b)(1) of this section
concerning such practitioner, and that
forwards the probable cause finding
and recommendation to the OED Direc-
tor under paragraph (b)(2) of this sec-
tion.

(h) Disposition of investigation. Upon
the conclusion of an investigation, the
OED Director may:

(1) Close the investigation without
issuing a warning, or taking discipli-
nary action;

(2) Issue a warning to the practi-
tioner;

(3) Institute formal charges upon the
approval of the Committee on Dis-
cipline; or

(4) Enter into a settlement agree-
ment with the practitioner and submit
the same for approval of the USPTO
Director.

(1) Closing investigation. The OED Di-
rector shall terminate an investigation
and decline to refer a matter to the
Committee on Discipline if the OED
Director determines that:

(1) The information or evidence is un-
founded;

(2) The information or evidence re-
lates to matters not within the juris-
diction of the Office;

(3) As a matter of law, the conduct
about which information or evidence
has been obtained does not constitute
grounds for discipline, even if the con-
duct may involve a legal dispute; or

(4) The available evidence is insuffi-
cient to conclude that there is probable
cause to believe that grounds exist for
discipline.

[73 FR 47689, Aug. 14, 2008, as amended at 77
FR 45251, July 31, 2012; 78 FR 20200, Apr. 3,
2013]
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§11.23 Committee on Discipline.

(a) The USPTO Director shall ap-
point a Committee on Discipline. The
Committee on Discipline shall consist
of at least three employees of the Of-
fice. None of the Committee members
shall report directly or indirectly to
the OED Director or any employee des-
ignated by the USPTO Director to de-
cide disciplinary matters. Each Com-
mittee member shall be a member in
good standing of the bar of the highest
court of a State. The Committee mem-
bers shall select a Chairperson from
among themselves. Three Committee
members will constitute a panel of the
Committee.

(b) Powers and duties of the Committee
on Discipline. The Committee shall
have the power and duty to:

(1) Meet in panels at the request of
the OED Director and, after reviewing
evidence presented by the OED Direc-
tor, by majority vote of the panel, de-
termine whether there is probable
cause to bring charges under §11.32
against a practitioner; and

(2) Prepare and forward its own prob-
able cause findings and recommenda-
tions to the OED Director.

(c) No discovery shall be authorized
of, and no member of the Committee on
Discipline shall be required to testify
about deliberations of, the Committee
on Discipline or of any panel.

(d) The Chairperson shall appoint the
members of the panels and a Contact
Member of the Committee on Dis-
cipline.

§11.24 Reciprocal discipline.

(a) Notification of OED Director. With-
in thirty days of being publicly cen-
sured, publicly reprimanded, subjected
to probation, disbarred or suspended by
another jurisdiction, or being
disciplinarily disqualified from partici-
pating in or appearing before any Fed-
eral program or agency, a practitioner
subject to the disciplinary jurisdiction
of the Office shall notify the OED Di-
rector in writing of the same. A practi-
tioner is deemed to be disbarred if he
or she is disbarred, excluded on con-
sent, or has resigned in lieu of a dis-
ciplinary proceeding. Upon receiving
notification from any source or other-
wise learning that a practitioner sub-
ject to the disciplinary jurisdiction of
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the Office has been so publicly cen-
sured, publicly reprimanded, subjected
to probation, disbarred, suspended or
disciplinarily disqualified, the OED Di-
rector shall obtain a certified copy of
the record or order regarding the pub-
lic censure, public reprimand, proba-
tion, disbarment, suspension or dis-
ciplinary disqualification and file the
same with the USPTO Director. The
OED Director shall, in addition, with-
out Committee on Discipline author-
ization, file with the USPTO Director a
complaint complying with §11.34
against the practitioner predicated
upon the public censure, public rep-
rimand, probation, disbarment, suspen-
sion or disciplinary disqualification.
The OED Director shall request the
USPTO Director to issue a notice and
order as set forth in paragraph (b) of
this section.

(b) Notification served on practitioner.
Upon receipt of a certified copy of the
record or order regarding the practi-
tioner being so publicly censured, pub-
licly reprimanded, subjected to proba-
tion, disbarred, suspended or
disciplinarily disqualified together
with the complaint, the USPTO Direc-
tor shall issue a notice directed to the
practitioner in accordance with §11.35
and to the OED Director containing:

(1) A copy of the record or order re-
garding the public censure, public rep-
rimand, probation, disbarment, suspen-
sion or disciplinary disqualification;

(2) A copy of the complaint; and

(3) An order directing the practi-
tioner to file a response with the
USPTO Director and the OED Director,
within forty days of the date of the no-
tice establishing a genuine issue of ma-
terial fact predicated upon the grounds
set forth in paragraphs (d)(1)(i) through
(d)(1)(iv) of this section that the impo-
sition of the identical public censure,
public reprimand, probation, disbar-
ment, suspension or disciplinary dis-
qualification would be unwarranted
and the reasons for that claim.

(c) Effect of stay in another jurisdic-
tion. In the event the public censure,
public reprimand, probation, disbar-
ment, suspension imposed by another
jurisdiction or disciplinary disquali-
fication imposed in the Federal pro-
gram or agency has been stayed, any
reciprocal discipline imposed by the

§11.24

USPTO may be deferred until the stay
expires.

(d) Hearing and discipline to be im-
posed. (1) The USPTO Director shall
hear the matter on the documentary
record unless the USPTO Director de-
termines that an oral hearing is nec-
essary. After expiration of the forty
days from the date of the notice pursu-
ant to provisions of paragraph (b) of
this section, the USPTO Director shall
consider any timely filed response and
shall impose the identical public cen-
sure, public reprimand, probation, dis-
barment, suspension or disciplinary
disqualification unless the practitioner
clearly and convincingly demonstrates,
and the USPTO Director finds there is
a genuine issue of material fact that:

(i) The procedure elsewhere was so
lacking in notice or opportunity to be
heard as to constitute a deprivation of
due process;

(ii) There was such infirmity of proof
establishing the conduct as to give rise
to the clear conviction that the Office
could not, consistently with its duty,
accept as final the conclusion on that
subject;

(iii) The imposition of the same pub-
lic censure, public reprimand, proba-
tion, disbarment, suspension or dis-
ciplinary disqualification by the Office
would result in grave injustice; or

(iv) Any argument that the practi-
tioner was not publicly censured, pub-
licly reprimanded, placed on probation,
disbarred, suspended or disciplinarily
disqualified.

(2) If the USPTO Director determines
that there is no genuine issue of mate-
rial fact, the USPTO Director shall
enter an appropriate final order. If the
USPTO Director is unable to make
such determination because there is a
genuine issue of material fact, the
USPTO Director shall enter an appro-
priate order:

(i) Referring the complaint to a hear-
ing officer for a formal hearing and
entry of an initial decision in accord-
ance with the other rules in this part,
and

(ii) Directing the practitioner to file
an answer to the complaint in accord-
ance with §11.36.

(e) Adjudication in another jurisdiction
or Federal agency or program. In all
other respects, a final adjudication in

387



§11.25

another jurisdiction or Federal agency
or program that a practitioner, wheth-
er or not admitted in that jurisdiction,
has been guilty of misconduct shall es-
tablish a prima facie case by clear and
convincing evidence that the practi-
tioner has engaged in misconduct
under §11.804.

(f) Reciprocal discipline—action where
practice has ceased. Upon request by the
practitioner, reciprocal discipline may
be imposed nunc pro tunc only if the
practitioner promptly notified the OED
Director of his or her censure, public
reprimand, probation, disbarment, sus-
pension or disciplinary disqualification
in another jurisdiction, and establishes
by clear and convincing evidence that
the practitioner voluntarily ceased all
activities related to practice before the
Office and complied with all provisions
of §11.568. The effective date of any pub-
lic censure, public reprimand, proba-
tion, suspension, disbarment or dis-
ciplinary disqualification imposed nunc
pro tunc shall be the date the practi-
tioner voluntarily ceased all activities
related to practice before the Office
and complied with all provisions of
§11.58.

(g) Reinstatement following reciprocal
discipline proceeding. A practitioner
may petition for reinstatement under
conditions set forth in §11.60 no sooner
than completion of the period of recip-
rocal discipline imposed, and compli-
ance with all provisions of §11.58.

[73 FR 47689, Aug. 14, 2008, as amended at 78
FR 20200, Apr. 3, 2013]

§11.25 Interim suspension and dis-
cipline based upon conviction of
committing a serious crime.

(a) Notification of OED Director. Upon
being convicted of a crime in a court of
the United States, any State, or a for-
eign country, a practitioner subject to
the disciplinary jurisdiction of the Of-
fice shall notify the OED Director in
writing of the same within thirty days
from the date of such conviction. Upon
being advised or learning that a practi-
tioner subject to the disciplinary juris-
diction of the Office has been convicted
of a crime, the OED Director shall
make a preliminary determination
whether the crime constitutes a seri-
ous crime warranting interim suspen-
sion. If the crime is a serious crime,

37 CFR Ch. | (7-1-14 Edition)

the OED Director shall file with the
USPTO Director proof of the convic-
tion and request the USPTO Director
to issue a notice and order set forth in
paragraph (b)(2) of this section. The
OED Director shall in addition, with-
out Committee on Discipline author-
ization, file with the USPTO Director a
complaint against the practitioner
complying with §11.34 predicated upon
the conviction of a serious crime. If the
crime is not a serious crime, the OED
Director shall process the matter in
the same manner as any other informa-
tion or evidence of a possible violation
of any USPTO Rule of Professional
Conduct coming to the attention of the
OED Director.

(b) Interim suspension and referral for
disciplinary proceeding. All proceedings
under this section shall be handled as
expeditiously as possible.

(1) The USPTO Director has author-
ity to place a practitioner on interim
suspension after hearing the request
for interim suspension on the documen-
tary record.

(2) Notification served on practitioner.
Upon receipt of a certified copy of the
court record, docket entry or judgment
demonstrating that the practitioner
has been so convicted together with
the complaint, the USPTO Director
shall forthwith issue a notice directed
to the practitioner in accordance with
§§11.35(a), (b) or (c), and to the OED Di-
rector, containing:

(i) A copy of the court record, docket
entry, or judgment of conviction;

(ii) A copy of the complaint; and

(iii) An order directing the practi-
tioner to file a response with the
USPTO Director and the OED Director,
within forty days of the date of the no-
tice, establishing that there is a gen-
uine issue of material fact that the
crime did not constitute a serious
crime, the practitioner is not the indi-
vidual found guilty of the crime, or
that the conviction was so lacking in
notice or opportunity to be heard as to
constitute a deprivation of due process.

(3) Hearing and final order on request
for interim suspension. The request for
interim suspension shall be heard by
the USPTO Director on the documen-
tary record unless the USPTO Director
determines that the practitioner’s re-
sponse establishes a genuine issue of
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